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COMMONALITIES AND DIFFERENCES AMONG THE MAJOR TYPES OF INTELLECTUAL PROPERTY


My Unofficial Analysis, and a Work in Progress at that

Note:  The word "it" in the first column means the noun at the top of the other columns: a patent, a copyright, a trademark or a trade secret.

	PRIVATE 

Concept
	
Patent
	
Copyright
	
Trademark
	
Trade Secrets 

	What it covers
	Inventions
	Creative Expression
	Logos, names, slogans, etc. that identifies the source of goods and services
	Ways and means of doing and selling that can be kept secret

	It is "Intellectual Property," that is, property for ownership purposes, yet something that can't be touched or measured with a yardstick or shipped in a box
	True, BUT for an invention to be complete, there must be a "reduction to practice"

-Actual [making a working prototype] or

-Constructive [filing a patent application]
	True, BUT to be copyrightable the expression must be FIXED IN TANGIBLE FORM
	True, but trademarks must be used on specific goods.  (Servicemarks are less touchy-feely, but/and the term "trademarks" usually includes servicemarks.)
	True (except as a practical matter?)

	Verb associated with obtaining it
	APPLY
	REGISTER
	APPLY
	N/A

	Agency associated with obtaining it
	United States Patent & Trademark Office
	Copyright Office
	United States Patent & Trademark Office
	None

	Can it be LICENSED?
	
Yes

	When does protection START
	From ISSUANCE by PTO (except under limited circumstances, for applications filed on or after 11/29/00 that are published before the patent issues, from date of publication) 
	From CREATION
	From use or registration, maybe
	From creation+secrecy

	When does protetion STOP
	20 years from date of filing of earliest ancestor application (unless most recent application was filed before 6/8/95, in which case the STOP date is 17 years from date of issue)*
	Life of author + 70 years to the next 12/31, except works for hire: lesser of publication + 90 years or creation + 120 years. (More complicated if created before 1978.)
	Forever*
	Forever, until secret is revealed.

	Where do you sue an infringer  (assuming NO diversity and no other causes of action):  federal court or state court?
	
Federal
	Either?
	State

	Where do you file an appeal (assuming no other causes of action in the trial court)?
	Court of Appeals for the Federal Circuit
	Regional Circuits
	Regional Circuits or State Appellate Court
	State Appellate Courts

	Is it mentioned in the Constitution?
	Article I, section 8, clause 8
	Not explicitly. Commerce Clause.
	No

	What are the basic questions in infringement litigation?
	
A.  Is it VALID?


B.  Is it INFRINGED?


C.  So what? (Other defenses)


D.  What happens to the loser? (pays damages, is enjoined, pays attorney fees, etc.)

	What precisely is "IT" in questions A and B?
	A *claim* of the patent. "Claim" in patent law has a special meaning.  Do not confuse a patent CLAIM with ordinary legalese meanings of CLAIM, such as an assertion or contention (as in "Plaintiffs claim is that defendants are liable") or a cause of action (as in the THIRD CLAIM FOR RELIEF in a Complaint [where "complaint" means the document that starts a lawsuit, not ordinary whining]).
	The copyright
	The trademark
	The trade secret

	What determines VALIDITY?
	Is the CLAIMED invention new and nonobvious in view of the prior art (including art that consists of sales or offers less than 1 year before the application date)?  Does the patent specification: sufficiently describe the CLAIMED invention, enable an ordinary artisan to make and use the CLAIMED invention, and include a disclosure by the inventors of their best mode? Also, is the CLAIMED invention useful and does it cover patentable subject matter?  (These last 2 questions we will generally assume are always answered YES.)
	Does the WORK pass the minimal test for creativity?
	Was the mark never used before by others?  Is it not 'merely descriptive'?

 
	Was the secret kept secret?

	What determines INFRINGEMENT?
	A comparison of the elements of the CLAIMED invention with the accused device
	COPYING, and a comparison of the WORK with the accused infringing [use]
	Likelihood of confusion
	Is the secret being used by the accused party?

	Is infringement an INTENTIONAL tort?
	No.  Innocent infringers have to pay up, too.
	Yes.  It's called COPYright, after all.
	Usually.  (There are special REMEDY provisions for innocent infringement.)
	Yes.

	How many kinds of infringement are there?
	Two: Literal (every element of the claimed invention is found in the accused device), and Infringement under the Doctrine of Equivalence
	
Just plain old infringement

	If the Owner wins on validity and infringement (forgetting burdens and quanta of proof for the moment), SO WHAT?  Other defenses
	Experimental Use, Laches and Estoppel, Collateral Estoppel (Blonder-Tongue), Misuse
	Independent creation; Fair Use; Failure to comply with certain formalities that may limit damages, Misuse
	Fair use, misuse
	Misuse

	Damages.  How are they measured?
	Two basic kinds: reasonable royalty (based on hypothetical negotiation between willing owner and willing other) or lost profits
	Two basic kinds:  

- actual damages and profits [of owner and infringer, respectively], or 

- statutory damages
	Damages
	Damages

	Can attorney fees be awarded?
	
Yes.

	Does willfulness affect the damage calculation?
	
It can.

	Preliminary and

Permanent Injunctions:

Available?
	
Yes

	Can wrongful assertion lead to antitrust liability?
	
Yes

	Does the Federal law PREEMPT state law protection - by statute or at common law?
	Yes

	Yes, mostly
	No
	N/A

	Can you get protection for industrial design - how something LOOKS?
	Yes, design patent
	Yes, useful article rules
	Yes, trade DRESS can be trademarked
	

	Can you protect software?
	Yes, if ...
	Yes, if ...
	N/A
	Yes, if ...

	Who might reverse engineer, what, and why
	Owner might reverse engineer the accused device to comply with Rule 11; infringer might reverse engineer patented product to prove best mode or enablement violation
	Infringer might reverse engineer copyrighted product so as not to COPY
	N/A
	Infringer might reverse engineer something the owner doesn't keep secret
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