
CS-202: Law For Computer 
Science Professionals

Class 2:  Patents

David W. Hansen, Instructor
October 6, 2006
© 2006 Skadden, Arps, Slate, Meagher & Flom LLP



The Patent Right

• A patent is a type of property 
right.

• A patents grants the inventor 
the right to exclude others 
from making, using, selling, 
offering to sell or importing 
the invention in the US for a 
limited period of time.

• It is up to the patent holder to 
enforce his or her own rights 
if a patent is granted.
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Patent Sources
U.S. Constitution, Art. 1, sec. 8:  

“The Congress shall have power 
to . . . promote the progress of 
science and useful arts, by 
securing for limited times to 
authors and inventors the 
exclusive right to their respective 
writings and discoveries . . . .”

The Patent Act:  U.S. patent laws 
were enacted by Congress under 
its Constitutional grant of 
authority to protect the 
discoveries of inventors.







The Patent Act



Title 35, US Code

• The main body of law 
concerning patents is found 
in Title 35 of the United 
States Code.

• What constitutes “patentable
subject matter” is broad.

• In order to be patented an 
invention must be:
– New,
– Useful, and
– Not obvious.



Patentable Subject Matter

Title 35, § 101, “Inventions patentable.”

“Whoever invents or discovers any 
new and useful process, machine, 
manufacture, or composition of 
matter, or any new and useful 
improvement thereof, may obtain a 
patent therefor . . . .”

• Now includes “design” and “plant” 
patents. 



“New”
Title 35, § 102 – “Conditions for 

patentability; novelty and loss of 
right to patent.”

A person shall be entitled to a 
patent unless—
(a) the invention was known or used by others in 

this country, or patented or described in a 
printed publication in this or a foreign country, 
before the invention thereof by the applicant for 
patent, or

(b) the invention was patented or described in a 
printed publication in this or a foreign country or 
in public use or on sale in this country, more 
than one year prior to the date of the application 
for patent in the United States, or . . . 

(f) he did not himself invent the subject matter 
sought to be patented . . .



“Useful”

Title 35, § 101, “Inventions 
Patentable.”

• Very low threshold.
• The invention must be 

“operable” – capable of doing 
the things claimed.

• Examples of inventions deemed 
“not useful”
– ESP-enhancing “cage”
– Perpetual motion machines 

(violate thermodynamics laws)
– Cold fusion



“Non-obvious”

Title 35, § 103 – “Conditions for 
patentability; non-obvious subject 
matter.”

“A patent may not be obtained 
though the invention is not [“new” 
under section 102], if the 
differences between the subject 
matter sought to be patented and 
the prior art are such that the 
subject matter as a whole would 
have been obvious at the time 
the invention was made to a 
person having ordinary skill in the 
art to which said subject matter 
pertains. . . .”



The Patent Term

• Patents previously issued for a 
non-renewable term of 17 years 
from the date of issuance.

• § 154 of Title 35 amended in 
1995 based on the “Agreement 
on Trade-Related Aspects of 
Intellectual Property” (TRIPS) 
accompanying the Uruguay 
Round GATT.

• Patents are now issued for a 
non-renewable term of 20 years 
from the date of application.



The Application 
Process



The PTO

• The United States Patent 
and Trademark Office (PTO) 
is the government agency 
responsible for examining 
patent applications and 
issuing patents.

• The PTO determines 
whether a patent should be 
granted in a particular case.



PTO Procedure
• Each patent application for 

an alleged new invention is 
reviewed by an Examiner to 
determine if it is entitled to a 
patent.

• Historically a model was 
required as part of a patent 
application.

• In most cases today, only a 
detailed specification is 
necessary.



Patent model of Isaac M. Singer's sewing 
machine, 1854

Singer’s first sewing machine 
patent issued in August, 1851. 
Three years later he introduced 
a domestic model that made him 
one of the wealthiest Americans 
of the century. Singer's success 
came from his marketing genius.  
He aggressively advertised and 
sold his sewing machines to 
women through a nationwide 
chain of company stores, which 
featured demonstrations and 
offered repair service.

Margaret Knight's machine for making 
paper bags, 1879

Knight is credited with nearly 90 inventions and 22 patents.



Samuel Morse's telegraph register, 1849

Morse began experimenting with electromagnetic 
telegraphy in the 1830s but did not achieve practical 
success until 1844, when he transmitted a coded message 
along a wire from Baltimore to Washington, D.C.

Edison light bulb, 1886

Thomas Edison patented more 
than a thousand electrical and 
mechanical inventions.  This 
lightbulb features a bamboo 
filament and was donated to the 
Smithsonian by Princeton's 
engineering department in 
1961.



Procedure Upon Rejection

If a patent application is rejected, 
the Examiner’s decision may 
be appealed to the PTO's 
Board of Appeals.

Further or alternative review is 
available from the United 
States Court of Appeals for the 
Federal Circuit, or in the United 
States District Court for the 
District of Columbia.



Patent Statistics



Issuance
• About 2 out of 3 ideas filed as 
utility patent applications eventually 
result in a patent.

• Patents issue on Tuesdays.

• Over 7,000,000 issued utility 
patents

• About 165,000 in 2004; 145,000 
in 2005; ~120,000 to date in 2006.

• On average:
– 14 months to first Office Action

– Over 2 years to issuance



Invalidity

The PTO: Re-examination
• About 250 requests annually.
• Re-examination requests are 

successful at having the subject 
patent either narrowed or 
completely revoked roughly 
70% of the time.

• About 12% of patents are ruled 
invalid.

• About 58% are narrowed
• About 30% are upheld as 

originally issued.



Invalidity

Federal Court: Litigation
• About 1% of all patents are 

involved in litigation.
• About 2,500 patent cases 

are filed each year.
• Only about 15% or less 

result in a court judgment.
• The rest settle before 

judgment.
• Less than 5% of patent 

claims invalidated in court.



The PCT

• In 1975 the Patent Cooperation 
Treaty (“PCT”) was incorporated 
into Title 35. 

• The PCT is a method for 
obtaining patent protection in 
“PCT Contracting States.”

• List of “PCT Contracting States” 
attached as Exhibit A.

• The text of the PCT can be 
found at:

www.wipo.int/pct/en/texts/pdf/pct.pdf



Parts Of A Patent 
Application



Provisional Application
• Since 1995, the PTO has offered 

inventors the option of filing a 
“provisional” patent application.

• Designed to provide a lower-cost 
means to establish early filing 
date. 

• “Provisional” patent application are 
not required to include claims, an 
inventor oath, or a prior art 
statement.

• The inventor has 12 months to file 
a complete utility application.

• The patent term can run for 20 
years from the date of the non-
provisional application.



The Title And Abstract
• The title of the invention (or an 

introductory portion stating the 
name, citizenship, residence of 
each applicant, and the title of 
the invention) should appear as 
the heading on the first page of 
the specification. The abstract 
enables the PTO and the public 
to determine quickly the nature of 
the technical disclosures of the 
invention.

• The abstract points out what is 
new in the art to which the 
invention pertains.

• The abstract should be in 
narrative form, it generally is 
limited to a single paragraph, and 
it must begin on a separate page.





A Short Detour













The Specification
• A written description of the 

invention and of the manner 
and process of making and 
using the invention.

• The specification must be in 
such full, clear, concise, and 
exact terms as to enable any 
person skilled in the art or 
science to which the 
invention pertains to make 
and use the invention.



Background Of The 
Invention

• This section should include a 
statement of the field of 
endeavor to which the invention 
pertains.

• This section may also include a 
paraphrasing of the applicable 
U.S. patent “Classification 
Definitions” or the subject 
matter of the claimed invention.

• For example, Classification 
239/33
– Portable drinking tubes and straws. Apparatus 

comprising tubular devices having openings at 
each end and being adapted for conducting 
fluids for drinking, one end being placed in the 
mouth and the other end being placed in the 
liquid during use.



Brief Summary Of The 
Invention

This section should present the 
substance or general idea of 
the claimed invention in 
summarized form

The summary may point out the 
advantages of the invention and 
how it solves previously existing 
problems, preferably those 
problems identified in the 
Background Of The Invention.

A statement of the object of the 
invention may also be included.





Drawings
• A patent application is 

required to contain drawings 
if drawings are “necessary 
for the understanding of the 
subject matter sought to be 
patented.”

• The drawings must show 
every feature of the invention 
as specified in the claims.





Description Of The 
Drawings

• If the application includes 
drawings, the application must 
include a listing of all figures by 
number (e.g., Figure 1A)

• Must also include 
corresponding statements 
explaining what each figure 
depicts. 



Wine Tasting Straw

BRIEF DESCRIPTION OF THE 
DRAWING 

The drawing FIGURE is a 
side view of a wine tasting 
straw in a container of wine 
(container and wine in 
dashed lines). 



Detailed Description Of The 
Invention

• This section explains the invention 
and the process of making and using 
the invention.

• It must set forth the invention in “full, 
clear, concise, and exact terms.”

• The invention ideally is distinguished 
from other inventions, and from what 
is “old.”

• In the case of an improvement, the 
description should be confined to the 
specific improvement and to the parts 
that necessarily cooperate with it or 
which are necessary to understand 
the invention.



Detailed Description Of The 
Invention

• The description must be sufficient to 
enable any “person of ordinary skill 
in the pertinent art, science, or area” 
to make and use the invention 
without “undue” experimentation.

• The “best mode” contemplated of 
carrying out the invention must be 
set forth in the description.

• Each element in the drawings 
should be mentioned in the 
description.

• This section is often titled 
"Description of the Preferred 
Embodiment."







The Claims

• The claims must “particularly 
point out” and “distinctly claim” 
the subject matter of the 
invention.

• The claims define the scope of 
the protection of the patent.

• Whether a patent will be 
granted is determined, in large 
measure, by the choice of 
wording of the claims.

• A non-provisional utility patent 
application must contain at least 
one claim.



The Claims
• The claims section must begin with 

a statement such as
– "What I claim as my invention is: . . .,“or
– "I (We) claim: . . .“

• Followed by the recitation of the 
particular matter the inventor 
regards as the invention. 

• One or more claims may be 
presented in “dependent” form 
(referring to and further limiting 
another claim).

• Each claim should be a single 
sentence, and each claim element 
or step should be separated by a 
line indentation. 



“Independent” Claims
2.   A wine tasting straw, comprising:

(a) a shaft that includes an upper end and 
an opposite bottom end, wherein said 
bottom end is sealed, and wherein said 
shaft includes a hollow core that 
begins at a first opening and wherein 
said first opening is disposed a pre-
determined distance above said 
bottom end, and wherein said hollow 
core extends along a longitudinal 
length of said shaft to said upper end; 
and

(b) a second opening that is disposed 
between said first opening and said 
upper end, wherein said second 
opening includes an area that is 
smaller than the area of said first 
opening.



“PageRank” Patent, Claim 1



“Dependent” Claims
3. The wine tasting straw of claim 2 

wherein said wine tasting straw is 
formed of a glass. 

4. The wine tasting straw of claim 2 
wherein said shaft includes a 
curved portion. 

5. The wine tasting straw of claim 4 
wherein said shaft includes a 
second curved portion. 

6. The wine tasting straw of claim 5 
wherein said shaft includes an S 
shape thereto. 

7. The wine tasting straw of claim 2 
wherein said second opening 
includes a diameter that does not 
exceed one-sixteenth of an inch. 



Oath Or Declaration
• The oath or declaration must 

identify the application with 
which it is associated, and must 
give the name, city, and either 
state or country of residence, 
country of citizenship, and 
mailing address of each 
inventor.

• Must state whether the inventor 
is a sole or joint inventor of the 
invention claimed.

• The oath or declaration must be 
signed by all of the actual 
inventors.



Who Can File 
Patent Applications



Who Can File An Application?

• The application process is 
complicated and requires 
detailed knowledge of patent 
law as well as PTO rules and 
procedure.

• Inventors may prepare and file 
their own applications, and 
conduct the PTO proceedings 
themselves.

• Unless they are familiar with the 
law and PTO procedures, this 
might cause considerable 
difficulty.



Who Can File An Application?

• Most inventors employ the 
services of registered patent 
attorneys or patent agents.

• The PTO registers both 
attorneys and persons who are 
not attorneys.

• The former are referred to as 
“patent attorneys.”

• The latter are referred to as 
“patent agents.”

• Patent agents cannot conduct 
patent litigation or other “legal” 
services (e.g., drafting a 
license)



Admission To The PTO Bar

Following are the requirements 
for admission to practice before 
the PTO:
– You must be of good moral 

character and of good repute.
– You must have the legal, and 

scientific and technical 
qualifications necessary to render 
applicants for patents a valuable 
service.

– You must be pass an examination 
given by the PTO.

– You must have a college degree 
in engineering or physical science 
or the equivalent of such a 
degree.
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